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Remarks 

Claims 7-10, 16-26 and 28-36 are pending in this application upon entry of the present 
amendment. 

Claims 7 and 8: 102(e) and 103(a) Rejections 
Claims 7 and 8 stand rejected under 35 U.S.C. § 102(e) as anticipated by and § 103(a) as 
obvious in view of Anderson (U.S. Patent No. 6,003,130). Applicants respectfully request with- 
drawal of these rejections because Anderson does not teach or suggest all elements of independ- 
ent claim 7 and dependent claim 8. 

Claim 7 recites: 

A method for updating a system BIOS for a processor, comprising: 

upon restart of the processor, determining whether system memory con- 
tains a BIOS package, 

authenticating the BIOS package, and 

upon successful authentication, storing the BIOS package in a reprogram- 
mable BIOS memory space. 

Here, the BIOS package is optional, and the system needs to determine if the optional BIOS 
package exists in its memory. No where in Anderson does it mention the BIOS package being 
optional or of the determination step. Thus, at least on this ground, Anderson does not teach or 
suggest every element of the claimed subject matter. The Examiner's assertion about the obvi- 
ousness "to include a success flag identifying the BIOS package as successfully stored" does not 
overcome the deficiency above, because it does not suggest the optional nature of the BIOS 
package. Accordingly, Anderson fails to anticipate or render obvious every element presented in 
independent claim 7, and the applicants respectfully request the withdrawal of the §§ 102(e) and 
103(a) rejections over independent claim 7 and its dependent claim 8. 



590657_2.DOC 



Page 2 OF 10 



[2207/84781 



Application No.: 09/503,939 
ATTORNEY DOCKET No.: 2207/8478 

Claims 9 and 10: $ 102(b) Rejections 

Claims 9 and 10 stand rejected under 35 U.S.C. § 102(b) as unpatentable over Follendore 
(U.S. Patent No. 5,369,707). Applicants respectfully request withdrawal of these rejections be- 
cause Follendore does not teach or suggest all elements of independent claim 9 and dependent 
claim 10. 

Claim 9 recites: 

A computer system, comprising: 
a processor, 

firmware electrically connected to the processor, the firmware comprising: 
a first storage space to store a first system BIOS, the first storage 
space being a read only memory, 

a second storage space to store a second system BIOS and an index 
table, the index table associating elements of the second system BIOS with ele- 
ments of the first system BIOS. 

Here, the second storage space stores an index table, associating BIOS elements of the two stor- 
ages. In Follendore, the second storage space is only said to be capable of receiving data trans- 
mitted by the first storage space, and it makes no mention of either the index table or the associa- 
tion function involved. See Follendore, col. 16, lines 29-30. Association of data is fundamen- 
tally different from the mere receiving of data: receiving does not implicitly lead to association, 
and association may not require receiving. Accordingly, Follendore fails to anticipate or render 
obvious every element presented in independent claim 9, and the applicants respectfully request 
the withdrawal of the § 102(b) rejections over independent claim 9 and its dependent claim 10. 

Claims 16-19: $ 102(e) Rejections 

Claims 16-19 stand rejected under 35 U.S.C. § 102(e) as anticipated by Rakavy (U.S. Pat- 
ent No. 5,978,912). Applicants respectfully request withdrawal of these rejections because Ra- 
kavy does not teach or suggest all elements of independent claim 16 and dependent claims 17-19. 
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Claim 16 recites: 

A BIOS processing method, comprising: 

executing a system BIOS from a default memory space, 
executing an ancillary BIOS according to: 

determining whether an ancillary BIOS exists in an alterable memory 

space, 

if no ancillary BIOS exists in the aherable memory space, execut- 
ing an ancillary BIOS from the default memory space. 

Rakavy's method, pertaining to the operating of a computer, executes a first BIOS and then a 
predetermined second BIOS. Rakavy, col. 21, lines 6-11. In claim 16, there could potentially be 
more than one ancillary BIOS, and the execution of such involves a determination between the 
altematives. No where does Rakavy disclose or suggest the determination involved here or the 
possible choice between operable second BIOS's. Accordingly, Rakavy fails to anticipate or 
render obvious every element presented in independent claim 16, and the applicants respectfully 
request the withdrawal of the § 102(e) rejections over independent claim 16 and its dependent 
claims 17-19. 

Claim 20: $ 102(e) Rejection 

Claim 20 stands rejected under 35 U.S.C. § 102(e) as anticipated by Rakavy (U.S. Patent 
No. 5,978,912). Applicants respectfully request withdrawal of this rejection because Rakavy 
does not teach or suggest all elements of independent claim 20. 

Claim 20 recites: 

An ancillary BIOS processing method, comprising: 

determining whether an ancillary BIOS package is present in an enhance- 
ment space of firmware, 

if the ancillary BIOS package is present, determining whether a predeter- 
mined user command has been entered, 



590657_2.DOC 



Page 4 OF 10 



12207/84781 



APPLICATION No.: 09/503,939 
Attorney Docket No.: 2207/8478 

if the predetermined user command has not been entered, executing the 
ancillary BIOS package from the enhancement space, 

otherwise, executing an ancillary BIOS from a defauh space of firmware. 

As mentioned above, Rakavy does not disclose or suggest the determination involved here or the 
possible choice between operable BIOS's. Accordingly, Rakavy fails to anticipate or render ob- 
vious every element presented in independent claim 20, and the applicants respectfully request 
the withdrawal of the § 102(e) rejection over independent claim 20. 

Claim 22: § 102(e) Rejection 

Claim 22 stands rejected under 35 U.S.C. § 102(e) as anticipated by Rakavy (U.S. Patent 
No. 5,978,912). Applicants respectfully request withdrawal of this rejection because Rakavy 
does not teach or suggest all elements of independent claim 22. 

Claim 22 recites: 

An ancillary BIOS processing method, comprising: 

determining whether an ancillary BIOS package is present in an enhance- 
ment space of firmware, the ancillary BIOS package including a BIOS update, 

if the ancillary BIOS package is present, determining whether a predeter- 
mined flag has been set in the firmware, 

if the predetermined flag has been set, executing the ancillary BIOS pack- 
age from the enhancement space, 

otherwise, executing an ancillary BIOS from a default space of firmware. 

As mentioned above, Rakavy does not disclose or suggest the determination involved here or the 
possible choice between operable BIOS's. Accordingly, Rakavy fails to anticipate or render ob- 
vious every element presented in independent claim 22, and the applicants respectfully request 
the withdrawal of the § 102(e) rejection over independent claim 22. 

Claim 24: § 102(e) Rejection 
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Claim 24 stands rejected under 35 U.S.C. § 102(e) as anticipated by Rakavy (U.S. Patent 
No. 5,978,912). Applicants respectfully request withdrawal of this rejection because Rakavy 
does not teach or suggest all elements of independent claim 24. 

Claim 24 recites: 

An ancillary BIOS processing method, comprising: 

determining whether an ancillary BIOS package is present in an enhance- 
ment space of firmware, the ancillary BIOS package including a BIOS update, 

if the ancillary BIOS package is present in the enhancement space, de- 
compressing the ancillary BIOS package, and 

executing the ancillary BIOS package. 

As mentioned above, Rakavy does not disclose or suggest the determination involved here or the 
possible choice between operable BIOS's. Accordingly, Rakavy fails to anticipate or render ob- 
vious every element presented in independent claim 24, and the applicants respectfully request 
the withdrawal of the § 102(e) rejection over independent claim 24. 

Claim 26 and 28-30: 102(b) and 103fa) Rejections 

Claim 26 and 28-30 stand rejected under 35 U.S.C. § 102(b) as unpatentable over and § 
103(a) as obvious in view of Shipman (U.S. Patent No. 5,671,413). Applicants respectfully re- 
quest withdrawal of these rejections because Shipman does not teach or suggest all elements of 
independent claim 26 and dependent claims 28-30. 

Claim 26 recites: 

A video BIOS processing method, comprising: 

during execution of a system BIOS, determining whether a video BIOS 
exists in an alterable firmware section of a memory system, 

if no video BIOS exist in the alterable section, executing a video BIOS in 
a nonalterable firmware section in the memory system. 
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Here, the features of this claim determine whether an alternative BIOS exists. Shipman fails to 
mention any remotely similar method step, because it only describes the creation of a single 
BIOS from multiple BIOS's. Thus, at least on this ground, Shipman does not teach or suggest 
every element of this subject matter. Rossi (U.S. Patent No. 5,564,020) disclosed using 
EEPROM as the storage medium for video BIOS. However, this does not overcome Shipman' s 
deficiency. Accordingly, Shipman fails to anticipate or render obvious every element presented 
in independent claim 26, and the applicants respectfully request the withdrawal of the §§ 102(b) 
and 103(a) rejections over independent claim 26 and dependent claims 28-30. 

Claim 31 and 32: § 102fb) Rejections 

Claim 31 and 32 stand rejected under 35 U.S.C. § 102(b) as unpatentable over Shipman 
(U.S. Patent No. 5,671,413). AppHcants respectfully request withdrawal of these rejections be- 
cause Shipman does not teach or suggest all elements of independent claim 31 and dependent 
claim 32. 

Claim 31 recites: 

A video BIOS processing method, comprising: 

determining whether a video BIOS package is present in an enhancement 
space of firmware, 

if the video BIOS package is present, determining whether a predeter- 
mined user command has been entered, 

if the predetermined user command has not been entered, executing the 
video BIOS package from the enhancement space, 

otherwise, executing a video BIOS from a default space of firmware. 

As mentioned above, Shipman fails to disclose the determination of whether an alternative BIOS 
exists. Accordingly, Shipman fails to anticipate or render obvious every element presented in 
independent claim 31, and the applicants respectfully request the withdrawal of the § 102(b) re- 
jections over independent claim 31 and dependent claim 32. 



590657_2.DOC 



Page 7 OF 10 



12207/84781 



Application No.: 09/503,939 
Attorney Docket No.: 2207/8478 



Claim 33 and 34: § 102(b) Reiections 

Claim 33 and 34 stand rejected under 35 U.S.C. § 102(b) as unpatentable over Shipman 
(U.S. Patent No. 5,671,413). Applicants respectfully request withdrawal of these rejections be- 
cause Shipman does not teach or suggest all elements of independent claim 33 and dependent 
claim 34. 

/■ 

Claim 33 recites: 

A video BIOS processing method, comprising: 

during execution of a system BIOS, determining whether a video BIOS 
package is present in an enhancement space of firmware, the video BIOS package 
in the enhancement space including a BIOS update, 

if the video BIOS package is present, determining whether a predeter- 
mined flag has been set in the firmware, 

if the predetermined flag has been set, executing the video BIOS package 
from the enhancement space, 

otherwise, executing a video BIOS from a default space of firmware. 

As mentioned above, Shipman fails to disclose the determination of whether an alternative BIOS 
exists. Accordingly, Shipman fails to anticipate or render obvious every element presented in 
independent claim 33, and the applicants respectfully request the withdrawal of the § 102(b) re- 
jections over independent claim 33 and dependent claim 34. 

Claim 35 and 36: $ 102(b) Reiections 

Claim 35 and 36 stand rejected under 35 U.S.C. § 102(b) as unpatentable over Shipman 
(U.S. Patent No. 5,671,413). AppHcants respectfully request withdrawal of these rejections be- 
cause Shipman does not teach or suggest all elements of independent claim 35 and dependent 
claim 36. 
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Claim 35 recites: 

A video BIOS processing method, comprising: 

during execution of a system BIOS, determining whether a video BIOS 
package is present in an enhancement space of firmware, the video BIOS package 
in the enhancement space including a BIOS update, 

if the video BIOS package is present in the enhancement space, decom- 
pressing the video BIOS package, and 

executing the video BIOS package. 

As mentioned above, Shipman fails to disclose the determination of whether an alternative BIOS 
exists. Accordingly, Shipman fails to anticipate or render obvious every element presented in 
independent claim 35, and the applicants respectfully request the withdrawal of the § 102(b) re- 
jections over independent claim 35 and dependent claim 36. 
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Conclusion 

Claims 7-10, 16-26 and 28-36 are patentable. 

The Examiner is invited to call the undersigned at (202) 220-4200 to discuss any infor- 
mation concerning this application. 

The Office is hereby authorized to charge any fees or credit any overpayment to Deposit 
Account No. 11-0600. 



Kenyon & Kenyon 

1 500 K Street, NW, Suite 700 

Washington, DC 20005-1257 

Tel.: (202)220-4200 

Fax.: (202)220-4201 



Date: November 18, 2005 




Shawn W. O'Dowd 
Registration No. 34,687 
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